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DETAILED ACTION 

1 . This is in response to the applicant's communication filed on February 25, 2005, 
wherein: 

Claims 11-17, 19-23, 32-64 are currently pending; 

Claims 1-10, 18, and 24-31 have been cancelled; 

Claims 11-15, 17, 19-23, 32-36, and 38-44 have been amended; 

Claims 45-64 have been added. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 25, 2005 has been entered. 

Information Disclosure Statement 

3. The information disclosure statements (IDS) submitted on February 25, 2005 are 
being considered by the examiner. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 17, 19, 38-40, 45-46, 46, 55, 57 and 60 rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

In claim 45, the applicant claims a method in the preamble but recites structure in 
the body of the claims as "a computer providing an interface for a user" and "the 
computer allowing a user to identify." The Examiner is interpreting this as providing a 
computer interface for a user and allowing a user to identify via a computer interface at 
least one relevant document. 

In claim 46, the applicant states that the transmission of the statement comprises 
printing the statement for mailing. However, the applicant does not claim any 
transmission, e.g., the applicant does not mail the document. 

In claim 55, it is unclear how transmission of the statement to the office.is 
accomplished by inserting into the document a set of information form the linked 
document. Where is the transmission? Furthermore, it appears that the electronic 
document is being inserted into itself, e.g., applicant states that inserting into the 
electronic document a set of information from the linked electronic document. 

In claim 57, it is unclear how transmission of the statement to the patent office 
comprises filtering information such that the statement comprises the information. How 
is considered to be providing transmission? 

In claims 19 and 40, it is unclear how the computer makes the determination that 
a patent application is being filed. 
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In claim 60, it is unclear how a disclosure statement is configured to be filed to 
fulfill a patent applicant's duty to disclosure in the official patent office. It appears that 
applicant is stating that the statement meets the requirements of the patent office in 
which it is filed. 

In claims 17 and 38, where do the instructions come from? 

In claim 39, it is unclear how the computer instructs the transmission. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 16-17, 19, 33, 37-40, 45-51, 60-61, and 63-64 are rejected under 35 

U.S.C. 103(a) as being unpatentable over Petruzzi et al (US 6,049,811) in view of Tran 

(US 2001/0049707). 

Regarding Claims 45, 63 and 64: 

Petruzzi disclose a method, system and software program for generating an 
information disclosure statement comprising: 

a processor (Figure 1 - col. 4, lines 40-51 processor operates to control the 
program within the computer 10) and a computer readable memory (ROM/RAM col. 4, 
lines 40-51) with a computer software program embodied on the memory in 
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communication with the processor for providing instructions executable by the computer 
to: 

providing a computer interface for a user to review at least one electronic 
document that is relevant to a patent application (Figure 1 (12) display; col. 5, line 48 
thru col. 6, line 7); 

allowing a user to identify via the computer interface the at least one relevant 
electronic document for disclosure to a patent office (col. 5, line 48 thru col. 6, line 7 
through the use of a wizard, the operator is prompted for references); 

incorporating at least some information from the electronic document into an 
electronic information disclosure statement in a form suitable for filing with an official 
patent office via the computer Figure 2 (Forms 39) col. 5, line 48 thru col. 6, line 7 The 
Form 1449 for submitting information in the form of patents, publications, etc is 
provided, operator is prompted for references, a brief description of each reference and 
the relevance. After information is inputted, the computer automatically generates a first 
draft). 

Petruzzi does not disclose providing for the transmission of the statement to an 
official patent office. 

However, Tran discloses providing for the transmission of the statement to an 
official patent office (Figure 2C File application, [0007 generation and filing of a 
complete patent application [0017] techniques support electronic patent filing). 
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Regarding Claim 46: 

Tran discloses the transmission of the statement comprises printing and mailing 
([0046] Express Mail Declaration, correct Mailing Label Number]. 

Moreover, the Examiner takes Official Notice that transmission of patent 
documents via mail to the office is old and well known as is evidenced by the fact that it 
was an established business principle to use a certificate of mailing when mailing 
applications to the office. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to print and mail the application since it was know in the art that mailing was a 
reliable way of transmitting the application, including the IDS, and for many years was 
the only way to transmit the application, including the IDS, without having to hand 
deliver the papers. 

Regarding Claim 47: 

Tran discloses wherein the transmission comprises transmitting the statement 
electronically to the office ([0017] [0048] [0049]). 

Regarding Claim 48: 

The Examiner takes Official Notice that the selection of the relevant document 
comprising browsing the Internet and finding the document is old and well known as is 
evidence by the fact that examiners in the patent office often search the Internet Archive 
Wayback Machine to find prior art. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to include searching the Internet to find prior art documents since 
many of the applications involve processes performed over the Internet and thus a 
thorough search would involve searching the Internet. 

Regarding Claim 49: 

The Examiner take Official Notice that selecting the relevant document from a 
database of documents to find at least one relevant document is old and well known as 
is evidenced by the numerous databases affiliated with the various patent offices and 
other commercial search databases. Applicants can access the databases on the 
website of the PTO and make a search of prior art from the PTO website database. 

Thus it would have been obvious to one of ordinary skill in the art at the time of 
the invention to search a database of documents to find relevant documents since much 
of the prior art is stored in patent office databases and other commercial databases and 
a thorough search for relevant prior art could only be performed by searching such 
databases. 

Regarding Claim 50: 

Petruzzi discloses wherein the incorporating at least some information from the 
document into the electronic information disclosure statement comprises: 

extracting via the computer a relevant portion of a set of reference information 
from the document (col. 5, line 48 thru col. 6 t line 7 - computer 10 automatically 
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generates a first draft information disclosure state by adding appropriate phrases and 
formatting); and 

inserting via the computer the relevant portion of the set of references into the 
electronic document (col. 5, line 48 thru col. 6, line 7). 

Regarding Claim 51: 

Petruzzi discloses wherein extracting a relevant portion comprises allowing the 
user to select a relevant portion (col. 5, line 48 thru col. 6, line 7; and 

providing the user with an option to insert the selected portion into the statement 
(col. 5, line 48 thru col. 6, line 7 - operator is prompted for references, a brief 
description or each reference, and the relevance of each reference). 

Regarding Claims 19, 39, 40 and 59: 

See the discussion under Claim 47 - the document can be transmitted directly 
using an on-line communication. 

Regarding Claim 60: 

The Examiner takes Official Notice that an Information Disclosure Statement is a 
related but separate document to a patent application and must meets the requirements 
of a disclosure statement of the patent office in which it is filed. (See Petruzzi (col. 5, 
line 48 thru col. 6, line 7 discloses Form 1449 (IDS) and col. 16, lines 34-39 - Petruzzi 
can be modified to incorporate the patent laws and rules of any foreign country) 
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Regarding Claim 61: 

Petruzzi discloses receiving a set of general information from the user to be 
incorporated into the statement (col. 5, line 48 thru col. 6, line 7 operator is prompted for 
references, a brief description of each reference and the relevance). 

Regarding Claims 16, 33 and 37: 

Tran discloses prompting the user for an access code when the user requests access to 
the statement ([0019] users are logged in) and access to the statement is provided to 
multiple users over a network [Figure 1 [0043] one or more client workstations are 
connected). 

Regarding Claims 17 and 38: 

Tran discloses providing the user with instructions as to when a document is to 
be disclosed ([0041] user is prompted to list any publication or planed disclosure of the 
invention). 

6. Claim 52 is rejected under 35 U.S.C. 103(a) as being unpatentable over Petruzzi 
and Tran as applied to claim 50 above, and further in view of Nagashima et al (US 
5,778,398) (hereinafter referred to as Nagashima). 

Regarding Claim 52: 

Petruzzi and Tran do not disclose dragging and dropping. 
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However, Nagashima discloses allowing the user to drag a relevant portion of the 
information from the electronic document into the statement (col. 7, lines 31-39 and col. 
8, lines 2-12). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the dragging of Nagashima with the disclosures of Petruzzi and 
Tran so as to provide a document processing which permits a plurality of document 
elements to share contents in respective document structures while maintaining the 
consistency to the change of content. 

7. Claims 53 and 56-57 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Petruzzi and Tran as applied to claim 50 above, and further in view of Jammes et 
al (US 6,484,149) (hereinafter referred to as Jammes). 

Regarding Claim 53: 

Petruzzi and Tran do not disclose parsing the document for a relevant portion of 
reference information. 

However, Jammes discloses a method wherein the extracting comprises parsing 
(col. 7, lines 15-53, col. 17, line 62 thru col. 18, line 5). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine parsing as taught by Jammes with the IDS form of Petruzzi so as 
to provide a graphical user interface which displays information and links information 
content within documents. 
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Regarding Claim 56: 

Jammes discloses wherein incorporating comprises storing the document in the 
statement (col. 5, line 65 thru col. 6, line 4 - a hyperlink form one document to another, 
or from one portion (or component) or a document to another) 

Regarding Claim 57: 

Jammes discloses a method wherein the transmission comprises filtering 
(extracting) a set of relevant information (col. 17, line 62 thru col. 18, line 5 extracts the 
query form the message and passes extracted query to query application). 

. Furthermore, the Examiner takes Official Notice that filtering is performed when 
performing a search for relevant documents, with the search engine filtering or 
extracting out the relevant documents. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to incorporate filtering into any 
application where one is searching for the relevant prior art relevant to an invention 
which is being filed in the patent office so as to provide only that which applies to the 
application and since the use and advantage of the step of filtering are well known, ie, 
prevent the reporting of information that is not relevant. (Also, see Tran [0088] the portal 
has access to IP search engines that continuously search the web and identify 
information that is of interest to its users suing the profiles to search (filters out contents 
that is not of interest to the subscribers) 
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8. Claims 54-55 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Petruzzi and Tran as applied to claim 45 above, and further in view of Porcari (US 
2001/0037460) (hereinafter referred to as Porcari). 

Regarding Claim 54: 

Petruzzi and Tran do not disclose hyperlinks. 

Porcari discloses wherein the incorporating comprises inserting into the 
statement a link to the document ([0056-58] - hyperlinks to identified documents). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the hyperlinks as taught by Porcari with the disclosure of Petruzzi 
and Tran so as to provide access to public and patent documents without having to 
provide paper copies. 

Regarding Claim 55: 

Porcari discloses wherein providing transmission of the statement comprises 
inserting into the document information from the linked document ([0056-0058] access 
would be through a web interface or URL link). 
Regarding Claim 58: 

Porcari discloses the interface is a web browser (Web-Based Document 
System). 
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9. Claims 11-14, 32, 34-36, and 62 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Petruzzi and Tran as applied to claims 45 and 63 above, and further 
in view of Lee (US 6,662,178) (hereinafter referred to as Lee). 

Regarding Claims 11-14, 32, 34-36 and 62: 

Petruzzi discloses saving the statement in a database {col. 5, line 48 thru col. 6, 
line 7 and col. 16, lines 64-65 memory for receiving and storing data). 

Petruzzi nor Tran disclose wherein the database is a local database in 
communication with a local computer network, wherein the database is a remote 
database in communication with the communication with the Internet. 

However, Lee discloses wherein the database is a local database in 
communication with a local computer network (LAN), wherein the database is a remote 
database in communication with the communication with the Internet (col. 2, lines 58 
thru col. 3, line 12, col. 3, line 24-35 (local and remote memory devices). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the databases as taught in Lee so as to allow for the creation and 
processing of search results which are run on local and remote database systems. 

Regarding Claim 62: 

Lee discloses downloading a document from the Internet (col. 3, lines 24-60 
network - includes Internet, col. 4, lines 49-57- server makes the search results and any 
underlying documents available for viewing or other output by user). 
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Regarding Claims 1 1 and 36: 

Lee discloses wherein the document is downloaded from a database coupled to 
a computer network (col. 3, lines 24-60 and col. 4, lines 30-57) 

10. Claims 20 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Petruzzi and Tran as applied to claim 45 and 63 above, and further in view of 
Takano et al (US 6,434,580) (hereinafter referred to as Takano). 

Regarding Claims 20 and 41 : 

Petruzzi and Tran do not discloses generating a letter when the application 
information is filed with the patent office. 

However, Takano discloses generating a letter via the computer when the 
application is filed in patent office (Figure 15, col. 37 thru col. 16, line 14, col. 16, lines 
34-45 and Figure 18). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the transmittal of a letter as taught by Takano with IDS form of 
Petruzzi and Tran so as to provide notification and proof that the document was 
received by the patent office. 
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11. Claims 21-23 and 42-44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Petruzzi and Tran as applied to claims 45 and 63 above, and further 
in view of Hunter et al (US 6,298, 327) (hereinafter referred to as Hunter). 

Regarding Claims 21-23 and 42-44: 

Neither Pertruzzi nor Tran disclose a method or system wherein the electronic 
document is an electronic version of a US Patent, an electronic version of a foreign 
patent, or an electronic publication. 

However, Hunter discloses a method and system wherein the electronic 
document is an electronic version of a US Patent, an electronic version of a foreign 
patent, or an electronic publication (col. 5 Table 2 Disclosure section prior art US 
patents, foreign patents, and publications). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include the documents as taught in Hunter with the disclosure of Petruzzi 
and Tran since patentability includes a disclosure of all relevant documents. 

Response to Arguments 

Applicant's arguments with respect to claims 11-17, 19-23, 32-64 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janice A. Mooneyham whose telephone number is (571) 
272-6805. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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Jan Mooneyham 
Patent Examiner 
Art Unit 3629 



